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DETAILED ACTION 

Drawings 

1 . Figure 9 should be designated by a legend such as --Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yoichiro et al. (JP1 1 (1 999)-1 76400A, cited in IDS, refer to online translation). Additional 
supporting evidence is provided by Applicant's disclosure. 

Regarding claims 1 and 8 (see Figure 3), Yoichiro is directed to a card-shaped thin 
battery comprising: 

• A battery module (1); and 
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• An outer case for housing the battery module, the outer case comprising: 

• A first case body (2) comprising connection walls; 

• A second case body (3) comprising connection walls, wherein the 
connection walls of the first case body and second case body connect the first case 
body and the second case body to each other on outer circumferential portions. In 
instant's specification (Page 1 , Lines 10-28), applicant discloses that the outer 
casing of Yoichiro is a connection of the first case body to the second case body in a 
lid-fitting manner, indicating that the connection is made on outer circumferential 
portions of the casing. 

• At least one selected from the first case body and the second case body 
comprising: 

• A dish-shaped case element (2b, 3b) with a housing portion swelling 
from one surface; and 

• A reinforcing frame (2c, 3c) fixed to the dish-shaped case element 
along a circumference of a swelling wall of the housing portion, 
wherein the reinforcing frame is a plastic molding, and the case 
element is a press-formed product made of a metal thin plate formed 
so as to be integrated with the reinforcing frame. This limitation is met 
in instant's specification (Page 1 Lines 21-24), in that Yoichiro 
discloses: "The upper and lower cases 31a and 31b (applicant's Figure 
9) respectively are composed of a plate-shaped case wall member 35 
obtained by press-forming an aluminum plate material and plastic 
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frames 36 fixed to front and back sides of four circumferential portions 

of the case wall member 35." 
• Wherein the battery module (1 ) is housed within the housing portion, and 
sealed in the outer case by attaching the connection walls of the first case 
body to the connection walls of the second body. In instant's specification 
(Page 1 , Lines 1 0-28), applicant discloses that the outer casing of Yoichiro is 
a connection of the first case body to the second case body in a lid-fitting 
manner, indicating that the connection is made on outer circumferential 
portions of the casing. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoichiro 
et al. (JP1 1(1999)-176400A) as applied to claim 1 above, and further in view of 
Haseqawa et al. (US 6,319,630). 

Regarding claim 3, Yoichiro teaches all of the limitations of claim 1 , but is silent 
regarding a mounting region formed on an outer surface of the connection wall adjacent 
to the swelling wall of the housing portion, wherein the mounting region comprises a 
control module for the battery module and a cover for protecting the control module. 

Hasegawa teaches a nonaqueous electrolyte battery capable of realizing a 
sufficiently large space for accommodating a control circuit (5, i.e. control module) and 
prevent enlargement of the size thereof. The battery element has terminal leads (3 and 
4) for the electrodes which are in contact with a control circuit (Figure 16, paragraph 
[0050], a printed circuit board (5a) provides an input for the terminal leads to be 
electrically connected to the control circuit). The control circuit is held at a position 
adjacent to the battery module (1) in a region provided for mounting the control circuit. 
The control circuit of Hasegawa is protected by a cover (see Column 3, Lines 57-60 
discussing a decorative casing (cover); it is understood that a cover would inherently be 
attributed with protective characteristics). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the control circuit of Hasegawa to the battery element of Yoichiro 
for the benefit of regulating the electrical flow from the battery to the apparatus in which 
the battery is to be mounted. 
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7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoichiro 
et al. (JP11(1999)-176400A) modified by Haseqawa et al. (US 6.319.630) as applied to 
claim 3 above, and further in view of Kozu et al (EP1033766A1 . listed in IDS). 

Regarding claim 4, Yoichiro modified by Hasegawa discloses all the limitations of 
claim 3 as well as output terminals on the control module and a protection circuit, but is 
silent about the control module comprising input terminals, and a pair of the input 
terminals of the control module are connected to be fixed to a positive tab and a 
negative tab of the battery module. 

Kozu discloses a battery pack in a casing with a battery protection device (8) 
comprising safety unit (4) in which a protection circuit is constituted on a circuit board 
(14) for protecting the battery from over-discharging or over-charging. The battery 
protection device has input/output terminals (6a, 6b, 6c) that are mounted on the case 
for contacting to the outputs from the circuit board (14). Also, there is a positive 
electrode connection lead (30) and negative electrode connection lead (33) on the 
battery protection device contacting the electrodes (12 and 13) of the battery pack 
providing input terminals to the battery protection device (see Column 8, Line 45- 
Column 11, Line 37). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the control module of Yoichiro modified by Hasegawa with the 
design of Kozu's terminal connections from the battery to the control module (battery 
protection device) for the benefit of having a negative and a positive input to the control 
module from the battery module. 
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8. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoichiro 
et al. (JP11(1999)-176400A) modified by Haseqawa et al. (US 6.319.630) as applied to 
claim 3 above, and further in view of Kaneda et al. (US 6743546. with priority to 
WO0059063. refer to US6743546 for translation). 

Regarding claim 5, Yoichiro modified by Hasegawa discloses all the limitations of 
claim 3 as well as that the outer case is formed in a rectangular card shape (see 
Yoichiro's Figures 1 and 2; see Hasegawa's Figures 1 and 16), the mounting region is 
provided on one side of the outer case (see Hasegawa's Figure 1) and terminal 
windows for exposing the output terminals of the control module are opened in the 
principal plane wall (5; see Hasegawa's Figure 1 in which the control circuit is provided 
with a upper wall exposing the output terminals), but does not teach the cover 
comprising a principal plane wall covering an outer surface of the control module having 
a pair of leg chips projecting from both ends of the principal plane wall. 

Kaneda discloses a laminate sheath type thin battery with a protective sheath 
(see Figure 7). The sheath is provided with legs (40, 41) on each side for 
accommodating side edges of an electrode assembly (2). The electrodes (13, 14) of 
said assembly are provided with an open area between protective pieces (31 , 32). "The 
electrode assembly fixing means is a frame surrounding the periphery of the electrode 
assembly and accommodated within the casing with the electrode assembly. The frame 
includes: 

an abutment portion making contact with one end face of the electrode 
assembly from which the positive and negative electrode terminals extend, the 
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abutment portion being formed with through holes for passing through the 
positive and negative electrode terminals, 

a pair of legs extending from both ends of the abutment portion to cover 
both side faces of the electrode assembly, and 

a pair of protective pieces extending from opposite side edges of the 
abutment portion in a direction opposite from the pair of legs so as to cover joints 
between the positive and negative electrode terminals and their respective leads 
from both sides." (Column 5, Lines 30-47) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the casing of the control module in Yoichiro modified by Hasegawa 
with extended legs on the protective cover of the protection circuit, as well as to the 
positive and negative electrodes for the benefit of the cover joint portion protecting the 
circuit and the electrodes, as well as for the benefit of providing the structure with an 
increased rigidness. 

9. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoichiro et al. (JP1 1(1999)-176400A) as applied to claim 1 above, and further in view of 
Hiauchi (US 6.154.004). 

Regarding claim 6, Yoichiro teaches all the limitations of claim 1, but is silent 
about a concave portion for preventing reverse insertion further being formed on one 
side of the outer case, wherein the concave portion is engaged with a convex portion for 
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preventing reverse insertion provided in a battery insertion portion of an appartus in 
which the battery is to be mounted. 

Higuchi teaches a battery pack (10) with a concave surface (17) and a camera 
which has a convex portion to be coupled with the battery to prevent reverse insertion of 
the battery into the camera (Figure 2; Column 4, Lines 31-48). 

It would have been obvious to one skilled in the art at the time of the invention to 
provide the battery pack of Yoichiro with the reverse insertion prevention tool taught by 
Higuchi for the benefit of preventing the battery from being inserted into the electronic 
apparatus incorrectly. 

Regarding claim 7, Yoichiro teaches all the limitations of claim 1, but is silent 
about a concave portion for preventing dropping formed on one side of the outer case, 
wherein the concave portion is engaged with the convex portion for preventing dropping 
provided in an appartus in which the battery is to be mounted. 

Higuchi teaches a battery pack (10) provided with connecting grooves (16a-16d) 
on the side of the lower case part (1 5) of the battery pack (10) and connecting 
projections on the video camera wherein a locking projection of the battery fitting part of 
the video camera is connected with a locking concave part of the battery pack to 
maintain the fitting (Figure 2; Column 4, Lines 49-59). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the fittings of Higuchi singularly or in a plurality onto the battery 
pack of Yoichiro for the benefit of locking the battery in place so it is not expelled from 
the electronic device undesirably. 
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Contact/Correspondence Information 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Scully whose telephone number is (571)270- 
5267. The examiner can normally be reached on Monday to Friday 7:30am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jessica Ward can be reached on (571)272-1223. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. SJ 

Examiner, Art Unit 4132 



/Jessica Ward/ 

Supervisory Patent Examiner, Art Unit 4132 



